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DETAILED ACTION 
Response to Amendment 

Applicant's response to remarks filed on 07/10/06 has been entered. It is noted 
that the application contains claims 1-1 1 by the remarks on 07/10/06. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Knop et al (U.S. Patent No. 5,296,257) in view of Campbell et al (U.S. Patent 

No. 5,863,673). 

Regarding claims 1 and 5; Knop et al teaches a method for determining the 
degree of loading or coating substance onto a paper web (4 of figure 1); comprising: 

• measuring the transmittance of light (M1 of figure 1) of the paper web (4 of figure 
1) by a rotation measurement unit (15 of figure 1) when in an unloaded state 
considered to be uncoated material on the paper web (4 of figure 1 and col. 7 lines 
35-44 and col.8 lines 1-3); 

• measuring the transmittance of light (M3 of figure 1) of the coated material onto 
the paper web (4 of figure 1) by another measurement unit (18 of figure 1) when in a 
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loaded state considered coating material on the paper web (4 of figure 1 and col. 7 

lines 45-53 and col. 8 lines 4-8); 
• comparing the difference in transmittance (M1 of figure 1) from the unloaded (i.e. 

before coated) state to the loaded state (after coated) by a computer (20 of figure 1 

and col. 9 lines 1-3) and therefrom determining the degree of loading (coating) on the 

paper web (col. 9 lines 4-35). See figure 1-2. 

Knop et al teaches all of features of claimed invention except for the 
waterproofing agent is polytetrafluorethylene within the carbon substrate, wherein the 
carbon substrate is dark in color. However, Campbell et al teaches that it is known in 
the art to provide the waterproofing agent is polytetrafluorethylene (coL3 lines 10-13) 
within the carbon substrate (col. 7 lines 15-21), wherein the carbon substrate is dark in 
color (col. 3 lines 35-37 and table 1). See figures 1-9. 

Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to combine method for determining the degree of 
loading or coating medium onto a material web of Knop et al with the waterproofing 
agent is polytetrafluorethylene within the carbon substrate, wherein the carbon 
substrate is dark in color as taught by Campbell et al for the purpose of performing 
webs having electrical conductivity and electrically conductive filler. 

Regarding claims 2-3; Knop et al discloses all of features of claimed invention 
except for the carbon substrate is a carbon fiber paper or a carbon cloth. However, 
Campbell et al teaches that it is known in the art to provide the carbon substrate is a 
carbon fiber paper or a carbon cloth (table 3). It would have been obvious to one having 
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ordinary skill in the art at the time the invention was made to combine method for 
determining the degree of loading or coating medium onto a material web of Knop et al 
with carbon substrate is a carbon fiber paper or a carbon cloth as taught by Campbell et 
al for the purpose of reducing cost of production with a high quality of level conductivity. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Knop 
et al in view of Campbell et al as applied to claim 1 above, and further in view of 
Background of Prior Art of Present Invention (page 2). 

Regarding claim 4; Knop et al in view of Campbell et al discloses all of features 
of claimed invention except for a continuous web impregnated with an electrically 
conductive filler. However, PAPI teaches that it is known in the art to provide a 
continuous web impregnated with an electrically conductive filler (page 2 line 10-14). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine method for determining the degree of loading or coating medium 
onto a material web of Knop et al with a continuous web impregnated with an electrically 
conductive filler as taught by PAPI for the purpose of reducing cost of production with a 
high quality of level conductivity. 

Claims 6-8 and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Knop et al in view of Campbell et al as applied to claim 1 
above, and further in view of Bonsel et al (U.S. Patent No. 6,197,147). 

Regarding claims 6-8 and 11 ; Knop et al in view of Campbell et al discloses all 



Application/Control Number: 10/644,072 Page 5 

Art Unit: 2877 

of features of claimed invention except for the waterproofing agent is selected from the 
group consisting of polyethylene, polypropylene and ethylene-propylene copolymer and 
the degree of loading of the waterproofing agent within the carbon substrate when in 
loaded state ranges from 1 % to 50 % or 4 % to 30 % by weight, wherein the carbon 
substrate has a thickness of less than 0.5 mm. However, Bonsel et al teaches that it is 
known in the art to provide the waterproofing agent (col.1 lines 35-38) is selected from 
the group consisting of polyethylene, polypropylene and ethylene-propylene copolymer 
(col.4 lines 1-40) and the degree of loading of the waterproofing agent (col.1 lines 35- 
38) within the carbon substrate when in loaded state ranges from 1 % to 50 % or 4 % to 
30 %by weight, (col.3 lines 10-16 and col. 6 lines 40-55), wherein the carbon substrate 
has a thickness of less than 0.5 mm (col.3 lines 5-9). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine method for 
determining the degree of loading or coating medium onto a material web of Knop et al 
with the waterproofing agent is selected from the group consisting of polyethylene, 
polypropylene and ethylene-propylene copolymer and the degree of loading of the 
waterproofing agent within the carbon substrate when in loaded state ranges from 1 % 
to 50 % or 4 % to 30 % by weight, wherein the carbon substrate has a thickness of less 
than 0.5 mm as taught by Bonsel et al for the purpose of the production low cost and 
performance satisfy the requirements of users with high mechanical stability, a high 
temperature resistance and an adequate resistance of chemicals using materials in 
electrochemical cells. 
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Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knop et al in view of Campbell et al as applied to claim 1 above, and further in 
view of Bauer (U.S. Patent No. 4,737,651). 

Regarding claims 9-10; Knop et al in view of Campbell et al discloses all of 
features of claimed invention except for the light source for transmitting and measuring 
at 4000 A to 7000 A, wherein the light source is selected from the group consisting of 
halogen, tungsten, fluorescent and UV lamps. However, Bauer al teaches that it is 
known in the art to provide the light source (12 of figure 1) for transmitting and 
measuring at 4000 A to 7000 A (col. 3 lines 25-30), wherein the light source (12 of figure 
1) is selected from the group consisting of halogen, tungsten, fluorescent and UV lamps 
(col. 2 lines40-49). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to combine method for determining the degree of 
loading or coating medium onto a material web of Knop et al with the light source for 
transmitting and measuring at 4000 A to 7000 A, wherein the light source is selected 
from the group consisting of halogen, tungsten, fluorescent and UV lamps as taught by 
Bauer for the purpose of good transmitting light through weight paper substrate and 
detecting accurately coating paper substrate. 

Response to Arguments 

Applicant's arguments filed 07/10/06 have been fully considered but they are not 
persuasive. Applicant argued that, pages 4-6, the "Knop et al and Campbell et al 
references does not teach or suggest "waterproofing agent within the carbon substrate, 
wherein the carbon substrate is dark in color". 
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In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In the case, Knop et al does 
not teache "waterproofing agent within the carbon substrate, wherein the carbon 
substrate is dark in color". It would have been obvious to one of ordinary skill in the art 
at the time the invention was made incorporate "waterproofing agent within the carbon 
substrate, wherein the carbon substrate is dark in color" into the invention Knop et al, 
since it was well known in the art that Campbell et al references supported with 
limitation ""waterproofing agent within the carbon substrate, wherein the carbon 
substrate is dark in color" because they are performing coating webs having electrical 
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conductivity and electrically conductive filler. Further, Several facts have been relied 
upon from the personal knowledge of the examiner about which the examiner took 
Official Notice. Applicant must seasonably challenge well known statements and 
statements based on personal knowledge when they are made by the Board of Patent 
Appeals and Interferences. In re Selmi, 156 F.2d 96, 70 USPQ 197 (CCPA 1946); In re 
Fischer, 125 F.2d 725, 52 USPQ 473 (CCPA 1942). See also In re Boon, 439 F.2d 724, 
169 USPQ 231 (CCPA 1971) (a challenge to the taking of judicial notice must contain 
adequate information or argument to create on its face a reasonable doubt regarding 
the circumstances justifying the judicial notice). If applicant does not seasonably 
traverse the well-known statement during examination, then the object of the well known 
statement is taken to be admitted prior art. In re Chevenard, 139 F.2d 71, 60 USPQ 239 
(CCPA 1943). A seasonable challenge constitutes a demand for evidence made as 
soon as practicable during prosecution. Thus, applicant is charged with rebutting the 
well-known statement in the next reply after the Office action in which the well known 
statement was made. MPEP 2144.03. 

In response to applicant's argument that the Knop et al and Campbell et al 
references do teach or suggest the "waterproofing agent within the carbon substrate, 
wherein the carbon substrate is dark in color". As stated in previous Office action, Knop 
et al teaches a method for determining the degree of loading or coating substance onto 
a paper web (4 of figure 1); comprising measuring the transmittance of light (M1 of 
figure 1) of the paper web (4 of figure 1) by a rotation measurement unit (15 of figure 1) 
when in an unloaded state considered to be uncoated material on the paper web (4 of 
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figure 1 and col.7 lines 35-44 and col. 8 lines 1-3), measuring the transmittance of light 
(M3 of figure 1) of the coated material onto the paper web (4 of figure 1) by another 
measurement unit (18 of figure 1) when in a loaded state considered coating material on 
the paper web (4 of figure 1 and col.7 lines 45-53 and col.8 lines 4-8), comparing the 
difference in transmittance (M1 of figure 1) from the unloaded (i.e. before coated) state 
to the loaded state (after coated) by a computer (20 of figure 1 and col. 9 lines 1-3) and 
therefrom determining the degree of loading (coating) on the paper web (col.9 lines 4- 
35). See figure 1-2. Knop et al teaches all of features of claimed invention except for the 
waterproofing agent within the carbon substrate, wherein the carbon substrate is dark in 
color. However, Campbell et al teaches that it is known in the art to provide the 
waterproofing agent is polytetrafluorethylene (col. 3 lines 10-13) within the carbon 
substrate (col.7 lines 15-21), wherein the carbon substrate is dark in color (col.3 lines 
35-37 and table 1). 

VS. Patent M*.n,tm sh«u> 5,296,257 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Moshe (6967721) discloses method and device for non- 
invasive^ optically; Darner et al (6160625) discloses laser scanner projection system; 
Feller et al (5654554) discloses method and apparatus for the recording of properties on 
elongate bodies; .Dukes et al (4990784) discloses nonlinear averaging compensated 
measurements; Ikin (4522497) discloses web scanning apparatus; Broes et al 
(4316093) discloses sub-100A range line width pattern; or Doering (3596071) discloses 
method and apparatus for a material treater. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sang Nguyen whose telephone number is (571) 272- 
2425. The examiner can normally be reached on 9:30 am to 7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley, Jr. can be reached on (571) 272-2800 ext. 77. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



April 5, 2006 ^ / 
SN 

Sang Nguyen 
Patent Examiner 




